Hearing: THIS DISPOSITION IS NOT Mailed:
January 11, 2005 CITABLE AS PRECEDENT March 10&;522;
OF THE TTAB

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Verbum AB

Serial No. 78064146

Cori A Szczucki of Stack & Filpi Chartered for Verbum AB.

Ellen J. Perkins, Trademark Exam ning Attorney, Law Ofice
110 (Chris A F. Pedersen, Mnaging Attorney).?

Bef ore Chaprman, Bucher and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Bucher, Adm nistrative Trademark Judge:

Ver bum AB seeks registration on the Principal Register
of the mark BERLI NG for goods identified in the
application, as anmended, as “conputer software for use in
di splaying and printing digital typeface designs and

t ypographi c ornanents,” in International Cass 9.2

! Al t hough Ms. Perkins had examined this application early in
its prosecution, the Trademark Exani ning Attorney who handl ed the
application on behalf of the Ofice fromthe time of the fina
refusal through the preparation of the appeal brief was Andrea
Koyner Nadel man.

2 Application Serial No. 78064146 was filed on May 17, 2001
based upon applicant’s allegation of use in comerce at |east as
early as Septenber 30, 1991
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This case is now before the Board on appeal fromthe
final refusal of the Trademark Exami ning Attorney to
regi ster the proposed mark based upon the ground that the
it merely describes the involved goods pursuant to Section
2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e)(1).

Bot h applicant and the Trademark Exam ning Attorney
have fully briefed the case, and appeared at an oral
heari ng conducted before the Board on January 11, 2005.

We reverse the refusal to register.

A mark is nerely descriptive, and therefore
unregi strabl e pursuant to the provisions of Section 2(e)(1)
of the Trademark Act, if it immediately conveys information
of a significant ingredient, quality, characteristic,
feature, function, purpose or use of the goods or services
with which it is used or is intended to be used. A mark is
suggestive, and therefore registrable on the Principal
Regi ster wi thout a showi ng of acquired distinctiveness, if
i magi nati on, thought or perception is required to reach a
conclusion on the nature of the goods or services. See In
re Gyulay, 820 F.2d 1216, 3 USPQd 1009 (Fed. Cir. 1987).

The question of whether a particular termis nerely
descriptive is not decided in the abstract. Rather, the

proper test in determning whether a termis nerely
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descriptive is to consider the mark in relation to the
goods for which registration is sought, the context in
which the mark is used or is intended to be used, and the
possi bl e significance that the mark is likely to have on
t he average purchaser encountering the goods in the

mar ket pl ace. See In re Abcor Devel opnent Corp., 588 F.2d

811, 200 USPQ 215 (CCPA 1978); In re Intelligent

I nstrunentation Inc., 40 USPQ2d 1792 (TTAB 1996); and In r

Consolidated G gar Co., 35 USPQR2d 1290 (TTAB 1995).

Applicant and the Trademark Exam ni ng Attorney agree
that the sole issue on appeal herein is whether applicant’s
mark BERLING is nerely descriptive of “conputer software
for use in displaying and printing digital typeface designs
and typographic ornanents.” However, while |ooking at the
sanme record, they have reached dianetrically opposed
concl usi ons.

The Trademark Exam ning Attorney takes the position
that the term BERLING is not arbitrary but rather is the
name for a particular, well-known typeface and, therefore
is merely descriptive of the identified software, and that
consuners will inmediately understand that applicant’s
software features the Berling typeface, a particul ar genus

of font type and, therefore, that the mark identifies a key
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feature of the goods. |In support of her position, she has
i ntroduced webpages in which the termBERLING is used to
identify for sale a particular conputer “font.”

By contrast, applicant contends that the term BERLI NG
di stingui shes applicant’s goods fromthose of other type
foundries, as it is a distinctive typeface design that has
the characteristics of an “Ad Style,” roman desi gn.
Applicant states that the term BERLI NG has | ong been
recogni zed as a mark for a typeface design and that the
i nvol ved goods, conputer software, are used to create this
t ypeface design

In opposition to the refusal, applicant has nade of
record the followng: (1) the declaration of WIIliam
Davis, then Vice President of Marketing for Agfa Monotype

Corporation; (2) screen shots of the www fonts.com website

where consuners can |icense and downl oad the BERLI NG font;
(3) copies of third-party certificates of registration for
a nunber of different fonts; (4) a dictionary definition of
the term“Ad Style” as it relates to typography; (5) pages

of the Creative Alliance 9.0 booklet illustrating the

BERLI NG nmark; and (6) pages of the Encycl opedia of Type

Faces illustrating the BERLI NG nmark.
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As stated above, applicant put into the record the
declaration of WIlliam Davis, Vice President of Mrketing
for Agfa Monotype Corporation.® M. Davis discusses in sonme
detail the evolution of typographic styles that remain
dependent upon the [imtations and capabilities of the
printing technol ogi es of the period.

In short, since the invention of novable type in 1450,
t hrough hot netal typecasting and phot otypesetting
equi pnent, all the way to today’s digital displays, type
desi gners have adapted letterforns and | ayouts to take
advant age of the unique possibilities presented by their

respecti ve out put devices.*

3 Applicant, Verbum AB, has granted Agfa Mnotype a |icense
to use, distribute and further license the mark BERLI NG and t he
goods associated with that mark

4 The use of the sanme trademark can be seen as applied to the
various nedia as well. For exanple, HELVETICA is a well-known,
contenporary font referenced repeatedly by applicant:

0 HELVETICA [Reg. No. 0825989] for “printing type” in
International Class 6, and “matrices for typographical
casting machines, and for font plates for phototypesetting
machines,” in International Cass 7 [first use as of 1962];

0 HELVETICA [ Reg. No. 1203430] for “records of typeface
encoded on a data nedium for use in a phototypesetter or
photoprinter” in International Cass 9 [first use as of
1978];

o Helvetica [Ser. No. 78566576] for “software for type fonts;
downl coadabl e software containing type fonts; software for
generating, displaying, and printing fonts; data carriers
with software for type fonts; data carriers with type
fonts; and conputer-readabl e nmedia wth conputer-executable
instructions for generating, displaying, and printing type
fonts,” in International Class 9 [first use as of 1985].

- 5 -
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Consistent with dictionary definitions of the word,
“typeface” as used in applicant’s identification of goods
refers to “the size and style of the letter or character on
the type.”® The word “face” used in this context enphasizes
that it is the particular collection of features by which a
character’s design is recogni zed. According to applicant,
characters within the sane typeface are all related by
common desi gn el enents.

G ven the technol ogi cal advances of the past severa
decades, and particularly with the advent of personal
conputers, nost type designers now create digital typeface
designs for view ng on a conputer screen and pl acing the
same characters onto paper with a peripheral printing

device. As noted by M. Davis:
“ ...Instead of engraving the shape of a
character into a netal matrix, a nodern type
designer creates a digital typeface design
by witing lines of code, i.e., conputer
software. A conputer ‘reads’ the software
code and generates the image of the typeface
on the screen. Since the conputer reads the
conput er program automatically, this process
usual Iy occurs unbeknownst to the common
user. Therefore, the conmputer software,
acting as a nodern day printing bl ock,
provi des the neans by which the image of a
font becones visible. And simlarly, the
nane assigned to the resulting i mage of the
font functions as a source indicator.”

5 We take judicial notice of this definition from The
Anerican Heritage Dictionary of the English Language (1975).

-6 -



Seri al

No. 78064146

The conputer prograns that generate digital typeface
designs are conmonly referred to as “fonts.” Even before
t he advent of computers, however, a “font” referred to a
particul ar collection of characters of a typeface having
uni que paraneters.® The dictionary shows that the word
“font “(or “fount”) is derived fromthe word “foundry,”
where, originally, netal type was cast.’

Currently, relevant consuners are |likely to encounter
the term BERLI NG used in connection with the rel evant goods
on a website, such as the one that follows, infra. Such
consuners will likely know that the term BERLI NG i dentifies
a font, i.e., conputer software that generates a digital
representation of a particular typeface design. A consuner
i censes the BERLI NG font by clicking on the term BERLI NG™
di spl ayed on the webpage. After paying the appropriate
fee, the consuner is able to downl oad the BERLI NG font onto

her personal conmputer. Once downl oaded, the consumer may

6 The Board does not take judicial notice of registrations in
the United States Patent and Trademark Office (USPTO). See In re
Duofold Inc., 184 USPQ 638 (TTAB 1974); Cities Service Conpany V.
WWVF of Anerica, Inc., 199 USPQ 493 (TTAB 1978); and Weyer haeuser
Co. v. Katz, 24 USP@d 1230 (TTAB 1992). However, given the
unusual circunstances of this case, we note that the word “font”
first showed up in listing of goods for “typeface” in trademark
applications filed with the USPTO in the early-1970's, with a
frequent identification of goods of that period reading as
follows: *“typeface recorded on a font plate or a data nmedi um for
use in typesetting and printing.”
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type characters on her conputer screen using the BERLI NG

font and print those characters out with a conputer

printer.
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O course, the sane could be said of a consuner
encountering any font on a website, including the Centaur®,
Cunberl and® Garth G aphic® Rotis® Thorndal e® and U ah®

fonts. Applicant attached federal certificates of

! Again, we take judicial notice of this definition from The
Anerican Heritage Dictionary of the English Language (1975).
8 As stated above, applicant put a copy of this website into

the record http://ww. fonts. com Fi ndFont s/ detail . ht n?pi d=202245

- 8 -
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trademark registration for these fonts to its Request for
Reconsi derati on. ®

It appears as if the Trademark Exam ning Attorney held
strongly to her position herein based upon the
m sappr ehensi on (apparently shared by several different
Trademar k Exam ni ng Attorneys who prosecuted this
application) that the names of |ong-standing typefaces, as
well as the resulting digital fonts of the sane nane (e.g.,
that one sees daily on the pull-down nenus of conputer word
processi ng applications) nust necessarily be in the public
domai n.

At the oral hearing, applicant’s counsel pointed out
that there are sone such terns that | ong ago passed into
t he public domain (e.g., “Garanond” — nanmed after C aude
Garanond, 1480-1561). However, the nanes of sone other
wel | -known fonts, such as Helvetica® Arial® and Tines New
Roman®, are proprietary terns for digital fonts legally
used only under appropriate |icenses.

According to M. Davis, the Berling font bel ongs

wi thin a genus of font types known as “Ad Style”:

o Agfa Monotype Corporation is listed as the owner of the
following federal registrations: CENTAUR [Reg. No. 1592796],
CUMBERLAND [ Reg. No. 2567581], GARTH GRAPHI C [ Reg. No. 2674767],
ROTI S [Reg. No. 2686379], THORNDALE [Reg. No. 2570268] and UTAH
[ Reg. No. 2440715].
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“As typeface designs have evol ved, genera
met hods of categorizing those designs have
energed. One such category is AOd Style.
As defined by Desktop Publishing Ad Style
is “a style of font devel oped by Renai ssance
t ypographers to replace the Bl ackletter
style of type. Based on ancient Roman
inscriptions, these fonts are generally
characterized by | ow contrast between thick
and thin strokes, bracketed serifs, and a

| eft-leaning axis or stress.’ ... Berling,
Gar anond, Benbo® and Novarese are a few of
the fonts in this class.

As to the history of this typeface prior to the advent
of conputers, M. Davis explained the Berling typeface as
fol | ows:

“The Berling font has inclined and bl unt
serifs and ascenders that exceed the height
of the capital letters ... This typeface
design was originally designed by Karl-Erik

Forsberg [in the 1950’s] for the Berling
typeface foundry, a foundry which is no

| onger in existence ..
Accordingly, while Berling may not be as well known to
the average user of a personal conputer as are Hel vetica®
or Times New Roman®, it appears to have had a simlar
history as a source identifier, and as descri bed by the
Trademar k Exam ning Attorney in her brief, does indeed

“bear[] “a logical relationship to the type font provided
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by the applicant’s software.”?®
Wil e the Trademark Exami ning Attorney, in her brief,
describes applicant’s attenpt to distinguish the facts of
Inre Guulay, supra, fromthe instant case as representing
a “faulty syllogism” we find a degree of circuitous |logic
in the argunents of the Trademark Exam ning Attorney:
As stated previously herein, the applicant’s
mark is for software that produces a
particul ar genus of font type ... The
applicant has not denonstrated that the mark
is anything but nerely descriptive of its
goods. The mark imredi ately nanes a
specific genus of font type, nanmely, a font
type provided by the applicant’s software,
and does nothing else..”
Wil e the genus of this particular font may be deened
to be “serif,” “roman,” or “Ad Style,” etc., we find that
appl i cant has denonstrated convincingly that the term

BERLING is a source identifier for the involved conputer

software. Moreover, the Trademark Exam ning Attorney has
not nmade a prim facie case that the proposed nmark is
nerely descriptive. See In re Gyulay, supra.

We find persuasive the declaration of WIliam Davis

t hat trademarks have been inportant to typeface designers

10 Applicant’s counsel confirnmed at oral hearing that

appl i cant has hel d excl usive, contractual rights to this
tradenmark for typefaces since |ong before the claimed dates of
first use for conputer software.

- 11 -
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fromthe tinme of the manuscript calligraphy of the
fifteenth century, and that trademarks continue to be
critical to the digital typeface designers and type
foundries of the twenty-first century.

In fact, in addition to its rebuttal of the Trademark
Exam ning Attorney’ s position with a detail ed understandi ng
of hundreds of years of history of typeface designs,
applicant nentioned during oral argunent the intellectual
property | aw chal |l enges facing typeface designers and
foundries within applicant’s industry. VWhile these details
as to the [imtations of copyright and design patent
protections available to digital typeface designers and
type foundries are clearly not determ native of the result
herein, they do highlight the significance of applicant’s
argunent that affirmng the Trademark Exam ning Attorney on
this record would fly in the face of “hundreds of
regi stered trademarks for font names ..” (Applicant’s reply
brief, p. 5), including many with historical ties to

preexi sting typefaces.

Decision: The refusal to register, based upon the
ground that the proposed mark nerely describes the involved
goods pursuant to Section 2(e)(1l) of the Trademark Act, is

hereby reversed.



